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Questioning PTAB Due Process In Fed. Circ. 
Appeals
By Miyoung Shin

Law360, New York (September 1, 2017, 11:59 AM EDT) -- Since 
2015, the first year that America Invents Act cases were appealed,
[1] a total of 1,078 AIA cases have been appealed to the Federal 
Circuit.[2] Through Aug. 14 of this year, 259 AIA cases have been 
appealed to the same court.[3] Out of 1,078 AIA cases, a total of 
197 decisions resulted.[4]

Of these 197 decisions, the Federal Circuit’s disposition of appeals 
from the Patent Trial and Appeal Board decisions can be categorized 
as follows: 77.7 percent were affirmed on every issue[5]; 3.6 
percent were reversed or vacated on every issue[6]; and 10.2 
percent were reversed at least in part.[7] These statistics suggest 
that obtaining reversal of board decisions in Federal Circuit appeals 
will be an uphill battle.

The Board’s Obligation Under the Administrative Procedure Act

In a recent line of decisions, the Federal Circuit reversed the PTAB's decisions based on the 
PTAB’s noncompliance with the Administrative Procedure Act, particularly in 5 U.S.C. § 554
(b)(3) adjudications. This line of cases provides helpful guidance for practitioners in 
formulating effective arguments for Federal Circuit appeals.

Under § 554(b)(3) of the APA, persons entitled to notice of an agency hearing shall be 
timely informed of the matters of fact and law asserted. The Federal Circuit noted that the 
PTAB’s decisions in AIA proceedings are formal administrative adjudications subject to the 
procedural requirements of the APA.[8] The Federal Circuit has interpreted the § 554(b)(3) 
procedural requirements to mean that an agency may not “change theories in midstream 
without giving respondent reasonable notice of the change” and must provide “the 
opportunity to present argument under the new theory.”[9] The Federal Circuit further 
observed that the board must base its decision on arguments that were advanced by a 
party and to which the opposing party was given a chance to respond.[10]

Relevant Cases Involving the Board’s Procedural Requirements 
Under The APA

In five cases, the Federal Circuit has discussed APA requirements under § 554(b)(3) as 
applied to PTAB decisions. Shinn Fu and Mangum Oil Tools involve the board’s failure to 
consider parties’ arguments and the resulting noncompliance with the APA. EmeraChem 
Holdings involves the lack of specificity in the board’s institution and final written 
decisions, which led to failure to give adequate notice or opportunity to respond. In SAS 
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Institute and Intellectual Ventures II, the parties argued that the board changed its theory 
in midstream and resulted in violation of procedural due process and failure to provide an 
opportunity to respond. Each case will be discussed below.

Shinn Fu

In Shinn Fu Co. of America v. Tire Hanger Corp.[11] , the Federal Circuit reviewed an 
appeal of an inter partes review proceeding of U.S. Patent No. 6,681,897.[12]

The court focused on the board’s consideration of the petitioner’s obviousness arguments, 
acknowledging that the board considered the prior art combination presented by petitioner 
Shinn Fu.

However, the Federal Circuit found that the board failed to address a particular manner of 
combination of the prior art advanced by Shinn Fu.[13] Specifically, it noted that Shinn Fu 
proposed combining the references in an additive manner, but that the PTAB only analyzed 
a different manner of combination, i.e., combinations in a subtractive manner.[14] The 
Federal Circuit held that the board had entirely failed to consider the important aspect of 
the § 103 analysis presented by Shinn Fu, and therefore acted arbitrarily and capaciously 
in violation of the APA.[15]

Magnum Oil Tools

In In re Magnum Oil Tools International Ltd.[16], the Federal Circuit held that “the Board 
must base its decision on arguments that were advanced by a party, and to which the 
opposing party was given a chance to respond.”

In this case, the PTAB instituted an inter partes review trial based on a secondary ground 
of obviousness presented by the petitioner.[17] In the petition, the petitioner had largely 
incorporated by reference the arguments from the first ground, which was not adopted by 
the board, to form the secondary ground that was adopted.[18] The board eventually 
found all claims unpatentable based on the secondary ground.[19] The patent owner 
argued that there was no evidence supporting the board’s finding that there was a 
reasonable expectation of success in making the combination proposed by the secondary 
ground.[20]

The Federal Circuit agreed with the patent owner and held:

While the PTO has broad authority to establish procedures for revising earlier-
granted patents in IPRs, that authority is not so broad that it allows the PTO to raise, 
address, and decide unpatentability theories never presented by the petitioner and 
not supported by record evidence.”[21]

EmeraChem Holdings

In EmeraChem Holdings v. Volkswagen Group of America Inc.[22], the Federal Circuit 
concluded that the patent owner did not have sufficient notice and opportunity to respond 
in the board’s institution and final written decisions. The court found that the PTAB failed 
to provide the patent owner with sufficient notice that the board relied on the “Stiles” prior 
art with respect to three dependent claims.[23] The “Stiles” prior art was referred to in the 
petition and the institution decision as to independent claims.[24] The Federal Circuit 
noted that broad and general statements concerning obviousness that mention “Stiles” did 
not provide sufficient notice that “Stiles” prior art could be applied to all claims.[25]

SAS Institute

In SAS Institute Inc. v. ComplementSoft,[26] the Federal Circuit faulted the PTAB for 
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construing a claim term one way in its institution decision and, unexpectedly, in a different 
way in its final written decision.

The Federal Circuit acknowledged that the board is free to adopt a construction in its final 
written decision.[27] However, it found that the board could not change its theories in 
midstream in light of the procedural requirements of the APA.[28] Noting that the 
petitioner focused its arguments on the board’s claim construction in the institution 
decision, which was the reasonable approach, the Federal Circuit further found that:

It is difficult to imagine either party anticipating the already-interpreted terms were 
actually moving targets, and it was thus unreasonable to expect that either party 
would have briefed or argued, in the alternative, hypothetical constructions not 
asserted by their opponent.[29]

Intellectual Ventures II

In Intellectual Ventures II LLC,[30] the patent owner asserted denial of procedural due 
process. The Federal Circuit, however, found no violation of due process, as notice and 
opportunity to be heard were given to the patent owner.[31] The court reasoned that the 
record showed the parties vigorously disputed the construction of the claim limitation at 
issue.[32]

The Federal Circuit also noted that the board had questioned the construction of the claim 
limitation at issue at the oral argument,[33] and further noted that the patent owner had 
the opportunity, through a sur-reply or rehearing, to respond to the board’s position, but 
waived that opportunity.[34] Substantively, the Federal Circuit distinguished this case from 
situations such as (1) where the board has supplied new arguments that the petitioner 
never raised and (2) where the board has construed a claim term one way in its institution 
decision and a different way in its final written decision.[35]

Observations and Implications

The Federal Circuit reviews the PTAB's conclusions of law de novo and its findings of fact 
for substantial evidence.[36] Substantial evidence means such relevant evidence as a 
reasonable mind might accept as adequate to support a conclusion.[37]

As the 77.7 percent affirmance rate shows, it may be difficult to obtain reversal of the 
board’s findings of fact under the substantial evidence standard. In the five cases above, 
the Federal Circuit focused on whether the board complied with the procedural 
requirements of the APA rather than whether the board’s findings were supported by 
substantial evidence of the record. The Federal Circuit focused on whether the board 
provided the adequate notice and opportunity to respond required under the APA; this 
focus provides an additional basis beyond compliance with the substantial evidence and de 
novo standards.

In exploring arguments based on the PTAB's obligations under the APA, the first step for 
practitioners is to determine the scope of the board’s broad authority to establish 
procedures for AIA proceedings.[38] The Federal Circuit acknowledged that the board is 
free to adopt claim construction of a particular claim limitation in a final written decision.
[39] The board is not bound by the parties’ proposed constructions and is free to adopt its 
own claim construction.[40]

The Federal Circuit further acknowledged that the board does not have to address, in a 
final written decision, every combination of the prior art discussed throughout AIA 
proceedings. The court also confirmed that the board, in rendering its final written 
decision, is not bound by any findings made in its institution decision, because at the time 
of the institution decision, a full record has not been developed and the board is free to 
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change its view of the merits as the record further develops from the point of the 
institution decision.[41] For instance, the board is not limited in its final written decision to 
citing only those portions of a reference cited in its institution decision.[42]

Practitioners also should evaluate whether the facts of record in the AIA case show that 
the board’s adjudications involved matters of fact and law of which the board failed to 
notify parties, thereby falling outside of the scope of the board’s authority. Identifying such 
matters of fact and law in the final written decision may lead to a viable argument that the 
board violated the APA’s procedural requirements.

The record developed in Shinn Fu, Magnum Oil Tools, EmeraChem Holdings, SAS Institute 
and Intellectual Ventures II provides useful guidance as to where the Federal Circuit has 
drawn the line between the scope of the PTAB’s authority and the APA’s procedural 
requirements. Once the record shows the potential for arguing the board’s noncompliance 
with the APA, i.e., lack of notice and/or opportunity to respond, practitioners should 
evaluate the following issues in formulating effective arguments.

Consider if the board, after changing its position or theory, provided notice and 
opportunity for the affected party to respond. In light of the ongoing development of the 
record, it is expected and reasonable for the board to reach different factual findings and 
claim construction in rendering a final written decision.[43] Violating the APA’s procedural 
requirements offers a viable basis for appeal when the board has not provided notice and 
an opportunity to respond after changing its position or theory.

Relevant case law shows that opportunity to respond may be given via oral hearings, such 
as the board’s questioning on relevant issues including claim construction.[44] The board 
and parties typically focus on key issues during oral hearings and the board’s express 
questioning on those issues can be treated as notice and opportunity to respond 
concerning those issues.[45] It may then be difficult to argue on appeal that the board’s 
reliance in a final written decision on issues that were raised during oral argument were 
not the subject of notice and an opportunity to respond under the APA.

Also, practitioners should consider pursuing options such as a request for rehearing or a 
request for authorization to file a surreply. For instance, if a party thinks that the board’s 
questioning during oral hearing presented new arguments and prior briefing or the party’s 
response to the board’s questioning during oral hearing did not fully address such new 
arguments, then a party should consider raising with the board the need for further 
briefing. Intellectual Ventures II suggests that parties’ failure to pursue such available 
options will likely weigh against a finding that the board violated the APA’s opportunity to 
respond requirements.[46]

Carefully review and analyze briefings and evidence of the record to determine whether 
the board’s position or theory are based on arguments presented by the parties and 
supported by record evidence. The board is not required to address each and every ground 
presented by parties. However, the board must base its decisions on arguments presented 
by a party, to ensure that the opposing party has been notified of arguments and given a 
chance to respond.

In this regard, Shinn Fu presents valuable insight as to the extent of the board’s reliance 
on parties’ arguments in the context of obviousness. Practitioners should examine whether 
the board considered not only the combination of the prior art presented by a party but 
also a particular manner of the combination presented by a party.[47] Shinn Fu is further 
instructive in preparing obviousness arguments in AIA petitions, as it provides a reminder 
that a particular manner of combining the prior art is an important aspect of obviousness 
arguments.

Examine whether an institution decision and a final written decision by the board lack 
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specificity on an issue. Lack of specificity may result in an argument that there was lack of 
adequate notice and opportunity to respond concerning that issue. For instance, 
EmeraChem Holdings suggests that the board must clearly identify its position as to all 
claims subject to AIA review. It is not uncommon for substantive arguments in AIA briefing 
to focus on independent claims and arguments for dependent claims are grouped together 
with arguments for independent claims. In light of EmeraChem Holdings, practitioners 
should try to resolve any ambiguity concerning the application of the prior art to claims 
subject to AIA review in an institution and a final written decision by the board.

Miyoung Shin is shareholder in the Chicago office of Brinks Gilson & Lione.

The opinions expressed are those of the author(s) and do not necessarily reflect the views 
of the firm, its clients, or Portfolio Media Inc., or any of its or their respective affiliates. 
This article is for general information purposes and is not intended to be and should not be 
taken as legal advice.
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